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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

AUG 1 6 2004 

^^<^PPLICANTS : Ronald R. Breaker 
''^CiWf^ERiAL Number : 10/680,067 Examiner : Not Yet Assigned 

Filing Date : October 6, 2003 Art Unit : 1631 

For : BIOREACTIVE ALLOSTERIC POLYNUCLEOTIDES 

Mail Stop Amendment 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TRANSMITTAL LETTER 

Transmitted herewith for filing in the present application are the following documents: 

1. Infonnation Disclosure Statement (2 pages), in duplicate; 

2. Modified Form 1449/PTO (3 pages), in duplicate; and 

3. Return Postcard. 

If the enclosed papers are considered incomplete, the Mail Room and/or the Application 
Branch is respectfully requested to contact the undersigned at (617) 542-6000, Boston, 
Massachusetts. 

The Commissioner is authorized to charge any fees that may be due, or to credit any 
overpayment, to the undersigned's account. Deposit Account No. 50-0311 Ref. No. 23239-202 
CIP CON. A duplicate copy of this transmittal letter is enclosed herewith. 

Respectfully submitted. 



M)r R. ETrifi, Reg. No. 3 



i, Reg. No. 39,529 
Jennifer A. Kamakis, Reg. No. 53,097 
Attorneys for Applicants 
c/o MINTZ, LEVIN 
One Financial Center 
Boston, Massachusetts 02111 
Tel: (617)542-6000 
Fax: (617)542-2241 
Customer No. 30623 



Date: August 16, 2004 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants 
^^^^^^ERiAL Number 
Filing Date 
For 



Ronald R. Breaker 

10/680,067 Examiner : Not Yet Assigned 

October 6, 2003 Art Unit : 1 63 1 

BIOREACTIVE ALLOSTERIC POLYNUCLEOTIDES 



Mail Stop Amendment 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

INFORMATION DISCLOSURE STATEMENT 

Pursuant to the duty of disclosure under 37 C.F.R. §§1.56, 1.97 and 1.98, Applicants 
hereby make of record the documents listed on the attached modified Form PTO-1449. 

This Information Disclosure Statement is being filed before the mailing date of a first 
Office Action based on the merits in the above-identified case. Accordingly, no fee or 
certification is believed required. 

Copies of the references are not provided as they were previously cited or submitted to 
the USPTO in prior applications, Serial No. 09/331,809, filed June 18, 1999, and Serial No. 
09/849,069, filed May 4, 2001, and relied upon for an earher filing date under 35 U.S.C. §120 
(continuation, continuation-in-part, and divisional applications). 

It is respectfully requested that the Examiner consider completely the cited information, 
along with any other information, in reaching a determination concerning the patentability of the 
present claims, and sign the enclosed form PTO-1449 to evidence that the cited information has 
been fully considered by the Patent and Trademark Office during the examination of this 
application. 

By submitting this Information Disclosure Statement, the Applicants make no 
representation that: (1) a search has been performed, of the extent of any search performed, or 
that more relevant information does not exist; (2) the information cited in the Statement is, or is 
considered to be, material to patentability as defined in 37 C.F.R. § 1.56(b); and (3) the 



Applicants: 
U.S.S.N.: 



Ronald R. Breaker 
10/680,067 



information cited in the Statement is, or is considered to be, in fact, prior art as defined by 
35 U.S.C.§102. 

Notwithstanding any statements by the Applicants, the Examiner is urged to form his/her 
own conclusion regarding the relevance of the cited information. An early and favorable action 
is hereby requested. 

Please charge any fees that may be due, or credit any overpayment of same, to Deposit 
Account No. 50-031 1, Reference No. 23239-202 CIP CON. 

Respectfully submitted, 




Jennifer A. Kamakis, Reg. No. 53,097 



Attorneys for Applicants 
c/o MINTZ, LEVIN 
One Financial Center 



Boston, Massachusetts 021 1 1 



Tel: (617)542-6000 
Fax: (617)542-2241 
Customer No. 30623 



Date: August 16, 2004 
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INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(use as many sheets as necessary) 



Application Number 


10/680,067 


Filing Date 


October 6, 2003 


First Named Inventor 


Breaker 


Group Art Unit 


1631 


Examiner Name 


Not Yet Assigned 


Attorney Docket Number 


23239-202 CIP CON 



U S PATENT DOCUMENTS 


Exam 
Initials 


Cite 
No. 


U.S. Patent 
Document No. 


Issue Date 


Name of Patentee(s) or Appiicant(s) 


Class 


Sub 
Class 


Filing Date 
If Appropriate 




*A1 


5,143,854 


09/01/92 


Pirrung et al. 










*A2 


5,445,934 


08/29/95 


Fodor et al. 










*A3 


5,474,911 


12/12/95 


Pontius 










*A4 


5,567,588 


10/22/96 


Gold et al. 










*A5 


5,589,332, 


12/31/96 


Shih et al. 










*A6 


5,605,662 


02/25/97 


Heller et al. 










*A7 


5,834,186 


11/10/98 


George, et al. 










*A8 


6,001,067 


12/14/99 


Shults, et al. 










*A9 


6,110,462 


08/29/00 


Barbas, et al. 








FOREIGN PATENT DOCUMENTS 


Exam 
Initials 


Cite 
No. 


Foreign Patent Document 
Office Number 


Name of Patentee(s) or Appllcant(s) 


Date of 
Publication 


Translation 
Yes No 




*B1 


WO 


94/13833 


Innovir Laboratories, Inc. 


06/23/94 








*B2 


WO 


98/08974 


Intelligene, LTD. 


03/05/98 























OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTS 


Exam 
Initials 


Cite 
No. 


Name of Author, Title (when appropriate), Publication, Volume, Page(s), Date, Etc. 




*C1 


Bartel, D. and Szostak, J. (1993). Science 261: 1411-1418. 




*C2 


Kramer, R and Lizardi, P. (1989). Nature 339: 401-402. 




*C3 


Pease, A. et al. (1994). Proc. Natl Acad. ScL USA 91 : 5022-5026. 




*C4 


Porta, H. and Lizardi, P. (1995). Bio/Technology \3: 161-164. 




*C5 


Sargueil, B. et al. (1995). Biochemistry M: 7739-7748. 




*C6 


Schena, M. et al. (1996). Proc. Natl. Acad. Sci USA 93: 10614-10619. 




*C7 


Yang, J. et al. (1992). Biochemistry 31: 5005-5009. 




*C8 


Breaker, R. and Joyce, G. (1994). Chem. And Bio. i : 223-229. 




*C9 


Altman, et al., RNA: Struc Biosyn Func, eds., Soil and RajBhandary: 67-78 (1995). 




*C10 


Berzal-Herranz, et al.. Gen & Develop 6: 129-134 (1992). 




*C11 


Breaker, Curr Opin Biotech 7: 442-448 (1996). 




*C12 


Breaker and Joyce, Tren Biotech 12: 268-275 (1994). 




*C13 


Breaker and Joyce, Chem & Biol 2: 655-660 (1995). 




*C14 


Cech, Ann Rev Biochem 59: 543-568 (1990). 




*C15 


Christoffersen and Marr, J Med Chem 38: 2023-2037 (1995). 




*C16 


Cuenoud and Szostak, Nat 375: 61 1-614 (1995). 
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Exam 
Initials 


Cite 
No. 


Name of Author, Title (when appropriate), Publication, Volume, Page(s), Date, Etc. 




*C17 


Fedor and Uhlenbeck, Biochemistry 31: 12042-12054 (1992). 




*C18 


Forster and Symons, Cell 49: 211-220 (1987). 




*C19 


Frank-Kamenetskii and Mirkin, Ann Rev Biochem 64: 65-95 (1995). 




*C20 


Gilbert, Nat 319: 618 (1986). 




*C21 


Gold, J Biol Chem 270(30): 1358M3584 (1995). 




*C22 


Gold, et al., Ann Rev Biochem 64: 763-797 (1995). 




*C23 


Hermann and Heumann, RNA 1: 1009-1017 (1995). 




*C24 


Herschlag and Cech, Nat 344: 405-409 (1990). 




*C25 


Hirao and Ellington, Curr Biol 5(9): 1017-1022 (1995). 




*C26 


Jenison, et al., Sci 263: 1425-1429 (1994). 




*C27 


Jose,et al., Nucleic Acids Res 29(7): 1631-1637 (2001). 




*C28 


Kazakov, et al., Nat 335: 186-188 (1988). 




*C29 


Koizumi, et al., Nat Struct Biol 6(1 1): 1062-1071 (1999). 




*C30 


Koizumi, et al., Nucl Acid Symp Ser 42: 275-276 (1999). 




*C3l 


Li and Sen., Nat Struct Biol 3: 743-747 (1996). 




*C32 


Lim and Tole, J Am Chem Soc 114: 7245-7252 (1992). 




*C33 


Long and Uhlenbeck, Proc Natl Acad Sci USA 91: 6977-6981 (1994). 




*C34 


Michel and Ferat, Ann Rev Biochem 64: 435-461 (1995). 




*C35 


Perreault and Anslyn, Angew Chem Int Ed Engl 36: 432-450 (1997). 




*C36 


Pley, et al., Nat 372: 68-74 (1994). 




*C37 


Robertson and Joyce, Nature 344: 467-468 (1990). 




*C38 


Sassanfar and Szostak, Nature 364: 550-553 (1993). 




*C39 


Scott, et al., Cell 81: 991-1002 (1995). 




*C40 


Seetharaman, et al., Nat Biotech 19: 336-341 (2001). 




*C41 


Serra and Turner, Meth Enzymol 259: 242-261 (1995). 




*C42 


Sigurdsson and Eckstein, Tren Biotech 13: 286-289 (1995). 




*C43 


Soukup, et al., RNA 7: 524-536 (2001). 




*C44 


Soukup, et al., J Mol Biol 298: 623-632 (2000). 




*C45 


Soukup and Breaker, Proc Natl Acad Sci USA 96: 3584-3589 (1999). 




*C46 


Soukup and Breaker, Structure 7: 783-791 (1999). 




*C47 


Soukup and Breaker, Tren Biotech 17: 469-476 (1999). 




*C48 


Strobe! and Doudna, Tren Biochem Sci 22: 262-266 (1997) 




*C49 


Symons, Ann Rev Biochem 61: 641-671 (1992). 




*C50 


Tang and Breaker, Chem & Biol 4: 453-459 (1997). 




*C51 


Tuschl, et al., Sci 266: 785-789 (1994). 




*C52 


Tuschl and Eckstein, Proc Natl Acad Sci USA 90: 6991-6994 (1993). 
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Exam 
Initials 


Cite 
No. 


Name of Author, Title (when appropriate), Publication, Volume, Page(s), Date, Etc. 




*C53 


Tyagi and Kramer, Nat Biotech 14: 303-308 (1996). 




*C54 


Wladkowski, et aJ., J Am Chem Soc 117: 10537-10545 (1995). 



* a copy of this reference is not provided as It was previously cited by or submitted to the office in prior applications, 
Serial No. 09/331 ,809, filed June 18, 1999, and Serial No. 09/849.069, filed May 4, 2001 ,and relied upon for an 
earlier filing date under 35 U.S.C. §120 (continuation, continuation-in-part, and divisional applications). 



Examiner 




Date 




Signature 




Considered 





EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through 
citation if not in confonnance and not considered. 

Include copy of this form with next communication to applicant. 
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